
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandra, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



J 



10/674,729 



09/30/2003 



Marc Gianotti 



23452 7590 05/27/2005 

PATENT DEPARTMENT 

LARKIN, HOFFMAN, DALY & LINDGREN, LTD. 
1500 WELLS FARGO PLAZA 
7900 XERXES AVENUE SOUTH 
BLOOMINGTON, MN 55431 



23,369-154 



3972 



EXAMINER 



ART UNIT 



SNOW, BRUCE EDWARD 
_ y PAPER NUMBER" 



3738 

DATE MAILED; 05/27/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/674,729 


Applicant(s) 

GIANOTTI, MARC 


Examiner 

Bruce E Snow 


Art Unit 

3738 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 03 March 2005 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 0.G.213. 

Disposition of Claims 

4) S Claim(s) 16-76 is/are pending in the application. 

4a) Of the above claim(s) 16-30,33-39,47-65 and 69-75 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IE Claim(s) 31. 32, 40-46. 66-68. 76 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 185(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) O Notice of References Cited (PTO-892) 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) Interview Summary (PTO-413) 
Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 
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DETAILED ACTION 
Response to arguments 

Applicant's argument filed February 28, 2005 have been fully considered. 

Regarding the election of species requirement, applicant did not address said 
requirement which is interpreted as the affirmation of Species 1 - figure 1 . 

Applicant's argument regarding the objection to the specification (addition of new 
figure 7) is persuasive. 

Applicant's terminal disclaimer overcame the obviousness-type double patenting 
rejection as being unpatentable over all claims of U.S. Patent No. 6,652,577 and 
5,993,483. 

Regarding the rejection under 35 U.S.C. 112, second paragraph, applicant has 
correctly indicated claims 49, 71 , 75 in addition to claims 34 and 39. This rejection will 
be withdrawn upon cancellation of these claims removing the ambiguity of the term 
"pitch". Applicant's incorrectly indicates the status of said claims as "withdrawn (and 
cancelled)". 

Regarding the rejection under 35 U.S.C. 102(e) as being anticipated by Chuter 
(5,725,547), applicant argues that the first and second wires are not wound at 
respective first and second pitches. Referring to figure 2, Chuter clearly shows wires 
wound in the opposite direction which is interpretation as first and second pitches. 
Applicant's argument regarding the wires are not constant in pitch is not commensurate 
with the scope of the claims. 
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Claim Rejections - 35 USC § 112, First Paragraph 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 66 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Regarding claim 66, the new limitation "at least one helical elevation pattern" is 
new matter. 

Claim Rejections - 35 USC § 112, Second Paragraph 

The following is a'quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 31-32, 40-46, 66-68, 76 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 31 uses the term "pitch"; it is the Examiner position that pitch describes an 
angle of helical wire or elevation. For, example the claim states, "at least one first wire 
helically wound at a first pitch". However, at ieast claims 34 direciiy conflicts this 
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meaning claiming the pitch describes an annular pattern. Same for independent claims 
43 and 66. 



Again, as far as the scope of the claims can be determined, the following is made 
of record. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 
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Claims 31-32, 40-41 , 43-46, 66-68, 76 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Chuter (5,725,547). 

Chuter teaches a stent insertable into the body passageway, including: 
a flexible self-expanding braided tubular wall comprising at least one first wire 10 
helically wound at a first pitch and at least one second wire 10 helically wound at a 
second pitch different from the first pitch whereby the first and second wires cooperate 
to form multiple crossing points of the at least one first wire and the at least one second 
wire; 

wherein at selected ones of the crossing points, each of the first wire and the 
second wire is shaped to form an elevation 24 extended away from the braided tubular 
wall in a selected direction radially of the braided tubular wall; and 

wherein said elevations are arranged in at least one elevation pattern on the 
braided tubular wall, and the at least one elevation pattern has a third pitch different 
from the first pitch and different from the second pitch. 

Regarding claim 66, one can select a wall segment such that the elevation 24 is 
"helical" relative to the selected segment. 

Election/Restrictions 

This application contains claims 16-30, 33-39, 47-65, 69-75 drawn to an 
invention nonelected with traverse in Paper No. invention/species. A complete reply to 
the final rejection must include cancellation of nonelected claims or other appropriate 
action (37 CFR 1.144) See MPEP § 821.01. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bruce E Snow whose telephone number is (571) 272- 
4759. The examiner can normally be reached on Mon-Thurs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on (571 ) 272-4754. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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